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Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

The Examiner has finally rejected claims 24 and 26-42 under 35 U.S.C. § 103(a) as being 
unpatentable over Matsumoto (U.S. Patent No. 7,373,140) in view of Flowers (U.S. Patent No. 
5,533,174). 

The assignee hereby requests review of the final rejection prior to filing an appeal brief 
for the reasons set forth below because the final rejection fails to make a prima facie case of 
unpatentability, and there is clear error in the rejections of these claims. Any fees due should be 
charged to Jones Day Deposit Account No. 501432, ref: 555255-012558. 
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Claims 24 and 26-42 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Matsumoto (U.S. Patent No. 7,373,140) in view of Flowers (U.S. Patent No. 5,533,174). Each of 
independent claims 24, 31, 34, and 40 requires a server "comparing the font identifiers in the text 
data with the fonts in the capabilities list of a designated device" or a similar variant. The Final 
Office Action appears to allege that Flowers discloses the claimed comparing (Final Office 
Action, page 3, lines 1-3). However, this allegation cannot be correct because the cited process 
in Flowers takes place at the client printer, not at a server, as is specifically required by the 
claims. None of Matsumoto, Flowers, or their combination contains a teaching of the comparing 
feature. Therefore, a prima facie case for the unpatentability of the claims has not been made. 
Because of this clear error in failing to provide a prima facie case, the § 103 rejections of the 
claims should be withdrawn. 

The Flowers system fails to teach a server performing the claimed comparison. Col. 5, 

lines 5-15 of Flowers states: 

When a client is instructed to display or print a particular data file, it determines if 
the user has selected a font which exists in font storage 18. If user has, the client 
sends to the font server 16 a make font request which identifies the selected font 
by name (step 42). The request also includes a "font object" identifier, which is a 
shortened name that the client and the server can then use to refer to the font 
selected for this application. The make font request may further include various 
customizing requirements, such as orientation, language-specific characters, and 
so forth as discussed below with reference to FIG. 4. (emphasis added) 

In Flowers, the printer is the client. The printer has already received the document to be printed 

by the time font data is considered. When a client (printer) is instructed to print a file, the client 

determines if the font specified in the file is available from a font server. If the font is available. 

then the client makes a request to the font server, which may then provide the font. (The 

advisory action appears to argue that the font server that is making the determination. However, 

col. 5, lines 5-6 of Flowers clearly states that the client makes the determination and sends the 
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request.) As noted in paragraph [0007] of the application at issue, this is exactly the type of time 
and resource consuming communication from the client (e.g., a mobile device) that claim 1 seeks 
to avoid. Because the client determines if the font specified in the file is available from a font 
server, Flowers clearly does not teach a server comparing the font identifiers in the text data with 
the fonts in the capabilities list of the designated device. 

The disclosure of Matsumoto also does not contain a teaching of the claimed comparing 
step and, therefore, cannot cure the deficiency in the Flowers disclosure. The system of 
Matsumoto includes a mechanism where missing fonts are provided to a wireless client based on 
the wireless client's selection of a language to use. This feature is shown in each of the data How 
diagrams: FIGS. 4, 6, 8, and 10. Annotated FIG. 4 is included below for convenience: 




As shown in FIG. 4 and described at col. 6, line 48 - col. 7, line 27, the client specifies a 
language and provides the selected language to the gateway server as attribute information. The 
attribute information is forwarded to a user control server that returns font information related to 



the selected language to the gateway server. The gateway server then supplies the font to the 
wireless client based on the selected language rather than any received text data . After the client 
has received the font data, the wireless client makes requests to the information source server for 
data. Because the fonts are received by the wireless client prior to the text being received, it is 
impossible for Matsumoto to teach a comparison of font identifiers in the text data with the fonts 
in the capabilities list of the designated device in order to have the lacking fonts needed to 
display the text transferred to the device. 

Because neither of the cited references teaches a server comparing the font identifiers in 
the text data with the fonts in the capabilities list of the designated device to determine the font 
identifiers for which the designated device lacks font structure data, a prima facie case for the 
rejection of the claims has not been made. A failure to make a prima facie case is clear error for 
which the § 103 rejection of claim 24 and the other independent claims must be withdrawn. 



For the foregoing reasons, assignee submits that the pending claims are allowable. 



CONCLUSION 




Joseph IM. Sauer (Reg. No. 47,919) 
Jones Day 

North Point, 901 Lakeside Avenue 
Cleveland, Ohio 44114 
(216) 586-7506 
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